REMARKS 

Claim Rejections-35 USC-103 

Claims 33,34,38 and 41 were rejected under 35U.S.C. 103(a) as being unpatentable over 

Sinz (6,013,138) in view of Jackman (4,561,459) 

The Claims 33,34,38 and 41 have been amended. It is believed that claims 33-49 are in a 
condition of allowance. 

Applicants patent teaches & claims a novel & versatile multi-functional machine 

that: 

1. Is a mobile, multi-task tool to access and test buried in ground utility valves. 

2. Is mobile in order to be transported to an in ground utility valve location; 

3. Has the structure, function & means to safely & efficiently excavate dirt & debris 
in order to gain access to a buried utility valve without doing mechanical damage 
to the utility or housing that may surround the utility valve or valve stem; 

4. The mobile vehicle has mounted onboard, a vacuum excavation means and a 
boom having two or more articulated arms, with a powered valve actuator to open 
& close the utility valve while simultaneously testing & documenting the condition 
of the utility valve. 

The current invention is novel and achieves results not anticipated by Sinz (6,013,138), in 

view of Jackman (4,561,459), Reuschel et al (6,776,068), Smith et al (6,850,843), Ward 

(4,085,551), Killgrove et al (6,095,429), Hilbig (3,678,534) or Allen et al (3,395,467). 

The invention of Jackman (4,561,459) issued in 1985 is U.S. Class 137/291 and is of the 
normal skill & discipline of a fire fighter and fire hydrant operator. The invention of Jackman 
is a remote operated fire hydrant valve opening devise which is complete and functional in 
itself and there is no teaching or suggestion to combine it with vacuum excavation or buried 
in ground utility valve testing. 
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Applicants submit that the rejection of claims 33,34,38 and 41 on Sinz in view of 
Jackson does not set forth a prima facie case of obviousness, as required by MPEP 21 42. 
This section requires that, in order for two references to be combined in a rejection, the 
examiner must establish a prima ficie ( at first sight) case for obviousness requiring three 
elements: 

1 . There must be some suggestion or motivation, either in the references themselves or 
in knowledge generally available to one of ordinary skill in the art, to modify the 
reference(s) or to combine their teaching. 

2. There must be a reasonable expectation of success. 

3. The prior art reference ( or references when combined) must teach or suggest all the 
claimed limitations. 

Applicant submits that the rejection does not meet requirement 1. The invention of 
Sinz (6,013,138) issued in 2000 is U.S. Class 134/10 and is of the normal skill and 
discipline of wastewater and storm drainage pipe cleaning. The invention of Sinz is a 
device to clean wastewater & drainage pipes and it is complete and functional in itself 
and there is no teaching or suggestion to combine it with the invention of Jackman. The 
invention of Jackman is from another U.S. Class, another normal skill and discipline, and 
was patented 15 years earlier. During those 15 years, it was not obvious or reasonable for 
Sinz to combine his skills with that of Jackson. 

Applicant submits that the rejection does not meet requirement 2. The only 
suggestion or teaching to combine Jackman and Sinz is in view of the applicants patent. 
Thus it is improper to assume that the normal skill of a fire fighter would have included 
the normal skills of a wastewater sewer pipe cleaner. And neither of the above skills 
would be obvious to one skilled in the testing of buried in ground utility valves. 

Applicant submits that the rejection does not meet requirement 3. The teaching of 
Sinz in view of Jackman does not claim or teach: 

1 . A mobile vehicle having mounted on it, a vacuum excavation means, a boom arm, 
and valve actuator, and the mobile vehicle serving as the platform for the vacuum 
excavation means and the support for the pivot able boom arms which in turn 
supports the valve actuator. The mobile vehicle, the vacuum excavation means, the 
boom arms and the valve actuator functioning in communication with each other in 
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order to test in ground utility valves by accessing the in ground utility valves and 
opening or closing the in ground utility valve. 

2. Claim 33 does NOT claim a fire hose to connect to a lire hydrant Nor does 
claim 34. Claim 46 & 47 claim a fire hydrant hose connected to a pressure 
dissipater and de chlorinator. Sinz in view of Jackman do not teach a pressure 
dissipater or de clorinator. 

3. Using vacuum excavation to uncover and access a buried utility valve in order to 
test the opening and closing condition of the buried utility valve. "A mobile utility 
valve actuator and vacuum excavation method for accessing and opening or closing 
an in ground utility valve comprising the steps of:" ", and further comprising the 
step of providing a measuring devise to measure the force required to rotate said 
rotate able shaft" 

4. "and further comprising the step of providing a boom having two or more arms, and 
said boom having a first end pivot ably mounted on said mobile platform, and 
said pivot ably mounted boom having a second end adjacently mounted to said 
utility valve actuator" 

5. "and further comprising the step of said utility valve actuator having a rotate able 
shaft, and said rotate able shaft further comprising the step of having a means of 
adjacently mounting said rotate able shaft to a valve stem of said in ground 
utility valve." 

It is well known that in order for any prior-art references themselves to be validly 
combined for use in a prior-art rejection, the references themselves must suggest that they be 
combined. E.g.as was stated in In re Sernaker, 217 U.S.P.Q. 1,6 (C.A.F.C. 1983): "Prior art 
references in combination do not make an invention obvious unless something in the 
prior art references would suggest the advantage to be derived from combining their 
teachings* The invention of Jackman is from another U.S. Class, another normal skill and 
discipline, and was patented 15 years earlier. During those 15 years, it was not obvious or 
reasonable for Sinz to combine his skills with that of Jackson, and neither taught or suggested 
any need or reason to further combine the teachings of the other. 
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5 The suggestion to combine the references should not come from applicant. This was 

forcefully stated in Orthopedic Equipment Co, v. United States, 2 17 U.S.P.O. 193, 
199(CAFC 1983): 

10 "It is wrong to use the patent in suit (here the patent application) as a guide through the 

maze of prior art references, combining the right references in the right way to achieve the 
result of the claims in suit (here the claims pending). Monday morning quarterbacking is 
quite improper when resolving the question of nonobviousness in a court of law (here the 
PTO)." 
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As was further stated in Uniroyal, Inc, v, Rydiub-Wiley Corp., 5 U.S.P.0.2d 1434 (C.A.F.C. 
1988), 

"(w)here prior-art references require selective combination by the court to render obvious 
a subsequent invention, there must be some reason for the combination other than the 

20 hindsight gleaned from the invention itself. Something in the prior art must suggest 

the desirability and thus the obviousness of making the combination. 99 (Emphasis 
supplied.) 

In line with these decisions, recently the Board stated in Ex parte Levengood, 28 U.S.P.0.2d 

25 1300 fl\T.O.B.A. &L 1993): 

u In order to establish a prima facie case of obviousness, it is necessary for the examiner 
to present evidence, preferably in the form of some teaching, suggestion, incentive or 
inference in the applied prior art, or in the form of generally available knowledge, that 
one having ordinary skill in the art would have been led to combine the relevant teachings 

30 of the applied references in the proposed manner to arrive at the claimed 

invention.. ..That which is within the capabilities of one skilled in the art is not 
synonymous with obviousness.... That one can reconstruct and /or explain the theoretical 
mechanism of an invention by means of logic and sound scientific reasoning does not 
afford the basis for and obviousness conclusion unless that logic and reasoning also 

35 supplies sufficient impetus to have led one of ordinary skill in the art to combine the 

teachings of the references to make the claimed invention Our reviewing courts have 

often advised the Patent and Trademark Office that it can satisfy the burden of 
establishing a prima facie case of obviousness only by showing some objective teaching 
in either the prior art, or knowledge generally available to one of ordinary skill in the art, 

40 that 'would lead 9 that individual 'to combine the relevant teachings of the 

references/ Accordingly, an examiner cannot establish obviousness by locating 

references which describe various aspects of a patent applicant's invention without 
also providing evidence of the motivating force which would impel one skilled in the 
art to do what the patent applicant has done." 
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"A claim is anticipated only if each and every element as set forth in the claim 
is found, either expressly or inherently described, in a single prior art reference." 

Verdegaal Bros, vs. Union Oil Co. of California. 2 U.S.P.O. 2dl051 5 1053 (Fed. Cir. 
1987), (emphasis added). See. M.P.E.P. 2131. 

Claims 33 teaches and claims vacuum excavation in combination with a utility valve 

actuator means mounted on a boom having two or more articulated arms and the boom 
is supported by a mobile platform and the utility valve actuator means opens or closes 
an in ground utility valve. Claim 34 adds to claim 33 a means to measure the force 
required to open or close said in ground utility valve, and further comprising the step of 
opening or closing said in ground utility valve by rotating said valve stem of said in 
ground utility valve. Claim 38 adds to claim 33 or 34 a controller which may reverse 
the rotation of the rotate able shaft. Claim 41 adds to claim 33 or 34 the function of the 
vacuum conduit being used to remove vacuum able material from the in ground casing 
to a utility valve stem. Claim 42 adds to claim33 or 34 the combine function of using a 
water spray nozzle to make vacuum able the earthen material found in the ground 
casing to a utility valve stem. Claim 43 adds to claim33 or 34 the combine function of 
using an air nozzle to make vacuum able the earthen material found in the ground 
casing to a utility valve stem. 
Sinz (6,013,138) relates to a mobile wastewater or storm drainage pipe cleaning vehicle. 

Applicants invention includes an articulated boom having two or more 
arms and further having a utility valve actuator means being chosen from a group 
consisting from a hydraulic motor, a D.C. motor, an A.C. motor, an air motor or a 
cylinder, and further comprising the step of said utility valve actuator means having 
a rotating shaft for opening and closing buried utility valves and said utility valve 
actuator means being mounted adjacent to said boom arm. 
Sinz does not teach or suggest (express or implied) valve actuating or testing the condition 
of a utility valve. Sinz does not claim structure for a utility valve actuating 
means being chosen from a group consisting from a hydraulic motor, a D.C. motor, 
an A.C. motor, an air motor or a cylinder, and further comprising the step of said 
utility valve actuator means having a rotating shaft for opening and closing buried 
utility valves and said utility valve actuator means being mounted adjacent to an 
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articulated boom having two or more arms. Senz does not teach or suggest a 
utility valve actuator means mounted on a boom having two or more articulated 
arms. Sinz does not teach or suggest a utility valve actuator means to open or close 
a utility valve. Sinz does not contain any suggestion (express or implied) that 
vacuum excavation be combined with a utility valve actuator means. Sinz's mobile 
wastewater or storm drainage pipe cleaning vehicle is complete and functional in 
itself, so there would be no reason to combine it with a utility valve exercise means. 
Jackman (4,561,459) is an apparatus for attaching a fire hose to a fire hydrant and for 
facilitating remote operation of the hydrant actuator stem. Jackson does not 
teach or suggest (express or implied) vacuum excavation in combination with a 
utility valve exercise means. Jackson does not claim structure for or teach or 
suggest (express or implied) a vacuum excavation means, or a mobile platform 
as the foundation to mount and support a boom having two or more 
articulated arms, a powered valve actuator to open & close a utility valve or a 
valve extension rod. As stated by Jackson column 5, line 40-41, "The present 
apparatus is designed specifically for remote operation of a fire hydrant." Fire 
hydrant valve stems are, by designed, located well above ground level thus vacuum 
excavation serves no purpose in order to access a fire hydrant valve stem in order to 
open or close it's valve. Claim 33 or claim 34 teach and claim a mobile vacuum 
excavator adjacently mounted with a boom having two or more arms used to 
support and move into position over a buried valve, a motor driven valve actuating 
power head to open & close a buried utility valve. Jackman relies on manually 
attaching his apparatus to a fire hydrant and the fire hydrant serves as the 
foundation for turning the valve stem of the fire hydrant. Jackman's apparatus to 
remote operate a fire hydrant is complete and functional in itself, so there would be 
no reason for Jackman to combine his apparatus with vacuum excavation. 
Jackman's prior art lacks any suggestion that the apparatus to remote operate a fire 
hydrant should be modified in a manner required to meet the function of applicant's 
claim 33 or claim 34. Jackman is from a very different technical field than the art of 
vacuum excavating buried utility valves in order to test their operability, thus 
Jackman's reference is nonanalogous art. Besides, the invention of Jackman 
would not function on an in ground buried utility valve. 
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5 Sinz (6,013,138) / Jackman (4,561,459) if combined, it would be necessary to make 

modifications, not taught in the prior art, in order to combine the references in 
the manner suggested. It is not obvious to combined Sinz / Jackman as 
suggested because they take mutually exclusive paths to reach different 
solutions to different problems, and, therefore, by implication each teaches 

10 away from combining itself with the other. Even if combined, the references 

would not meet the function and claims of claim 33 or 34. The combination 
suggested requires a series of separate, awkward combinative steps that are 
too involved to be considered obvious. 
Sinz (6,013,138) / Jackman (4,561,459) do not contain any justification to support their 

1 5 combination. With regard to the proposed combination of Sinz (6,0 13,138), 

Jackman (4,561,459), Reuschel et al (6,776,068), Smith et al (6,850,843), Ward 
(4,085,551), Killgrove et al (6,095,429), Hilbig (3,678,534) or Allen et al 
(3,395,467), it is well known that in order for any prior-art references themselves to 
be validly combined for use in a prior-art rejection, the references themselves must 

20 suggest that they be combined. E.g.as was stated in In re Sernaker. 217 U.S.P.Q. 1,6 

(CA.F.C. 1983): 

"Prior art references in combination do not make an invention obvious unless something in the 
prior art references would suggest the advantage to be derived from combining their teachings. 

25 The Sinz (6,013,138) and Jackman (4,561,459) combination requires a series of 
separate, awkward combinative steps that are too involved to be considered obvious. 
Even if Sinz (6,013,138) and Jackman (4,561,459) were combined, the references would 
not meet the function and claims of claim 33 or 34. Claim 33 or 34 would still have novel ( 
and unobvious ) physical features over the proposed combination. 
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5 

Conclusion 

For all of the above reasons, applicants submit that the specification and claims are 
now in proper form, and that the claims all define patentability over the prior art. Therefore 
they submit that this application is now in condition for allowance. 

1 0 Conditional Request for Constructive Assistance 

Applicants have amended the specifications and claims of this application so that they are 
proper, definite, and define novel structure which is also unobvious. If, for any reason this 
application is not believed to be in full condition for allowance, applicants respectfully request 
the constructive assistance and suggestions of the Examiner pursuant to M.P.E.P. - 2 173.02 

1 5 and 707.070 in order that the applicants can place this application in allowance condition as 
soon as possible and without the need for further proceedings. 

We request that drawing FIG* 4 be used as the front page drawing. 

20 Respectfully, /) 

Lynn A. Buckner Don M. Buckner 
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